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DETAILED ACTION 
Response to Appeal Brief 

1. In view of the Appeal Brief filed on 1/24/2007, PROSECUTION IS HEREBY 
REOPENED. A new grounds of rejection and a revision to the previously presented grounds of 
rejection are set forth below. 

To avoid abandonment of the appHcation, appHcant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then applicant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 

Response to A rguments 

2. Applicant's arguments filed 1/24/2007 have been fiilly considered but they are not 
entirely persuasive. The applicant's final argument with respect to claim 8 on page 10 of the 
Appeal Brief is persuasive, however the rejection based on Herz has been revised to correct this 
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deficiency. Also, the rejection of claim 10 as being anticipated by Herz is withdrawn. All other 
argument are addressed in this office letter and the rejection based on Herz has been revised in 
the hopes of eliminating the confusion that the applicant seems to be having about the 
Examiner's interpretation of the claims. 

3. A new rejection has also been added based on newly published U.S. Patent Number 
7,216,181 to Jannu et al. Though the applicant's specification is unclear as to what is meant by 
the claimed "first" and "second" type, Jannu seems to disclose this concept as best understood by 
the Examiner from a careful examination of the applicant's specification. Though it is not 
customary to reject a claim with more than one prior art rejection, in the case it is warranted 
because (a) the propriety of both the Jannu and Herz rejections depend on distinct interpretations 
of the claims and (b) Jannu could possibly be antedated by a 37 CFR 1.131 affidavit or 

' declaration (See MPEP section 706.02(1)). 

4. Finally, before addressing the applicant's arguments directly, the Examiner implores the 
applicant to explain how the claim language is to be interpreted in light of the applicant's 
specification in response to this office action. Every limitation is explicitly mapped in the 
following rejections so merely arguing that the limitations are not taught by the references 
without elaborating on how the limitations should be interpreted differendy does nothing to 
further prosecution. 

5. The arguments from the appeal brief are addressed as follows: 

With respect to the cited portion of the Herz references the Applicant alleges that: 

This passage cited by the Examiner does not teach anything with regard to receiving a subscription 
request of a first type, as recited in claim 8. Instead, the passage cited by the Examiner is just a collection 
of terms that the Herz has deemed to define. 
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However, the previous office action clearly points out how the term subscription request 
is being interpreted. Specifically, in col 4, line 49-col. 5, line 7 of Herz, the search profile or 
query contains keywords and target objects to request publications of interest and is thus 
considered a "subscription request". 



The applicant further argues that: 

Regarding the Examiner's specific assertion that "the search profile or query contains keywords and 
target objects to request publications of interest," although in definition (f), Herz teaches "a profile 
consisting of a collection of attributes, such that a user likes target objects whose profiles are similar to 
this collection, of attributes, is termed a 'search profile' or in some contexts a 'query' or 'query profile,'" 
Herz fails to teach that keywords and target objects are found in a subscription request, as recited in 
claim 8. Thus, there is no apparent teaching within this passage that a subscription request includes a 
first expression having at least one attribute, as recited in claim 8. 



However, claim 8 does not even recite keywords and target objects so the applicant's 
statement that claim 8 does recite such features is fallacious. Even if, for argument's sake, claim 
8 did recite such limitations Herz teaches these features as shown in col. 56, lines 21-25. The 
mentioned attributes can be keywords and target objects. The keywords and target objects are 
considered the filter expressions. 



Next the applicant argues that: 

Moreover, Applicants are unable to determine where, within this passage, Herz teaches the 
claimed receiving a subscription request of a first type. This passage within Herz is silent as to a 
subscription request, and thus, is also silent as to a "first type" of a subscription request. Therefore, the 
Examiner has failed to establish that Herz identically discloses the above-reproduced claimed invention 
within the meaning of 35 U.S.C. § 1 02. 



However, this argument completely ignores the description (or lack there of) of a "first 
type" given by the applicant's specification. The only description the applicant's specification 
gives for types is that a subscription request is of type "A" and a publication is of type "B" (See 
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page 18 of applicant's specification). There is no limiting definition of what a "type" comprises. 
Therefore the Examiner's interpretation that the "search profile" is of a "first type" and the 
"target profile" is of a "second type" is consistent with the applicant's broad disclosure. 

The applicant goes on to allege that the Examiner must be relying on inherency. The 
Examiner, however, had made it clear how Herz reads on all of the applicant's claimed elements 
in the last office action and thus explicitly teaches the claimed invention. The applicant alleges 
that "a subscriber in Herz could submit a subscription request that is completely separate from 
the search parameters that are used." In response to this statement, the Examiner points out that 
the applicant provides no example from Herz that supports this conclusion and that the 
applicant's claims have nothing to do with a user anyway. 

The applicant next argues that the cited passage of Herz does not show "mapping at least 
part of the at least one attribute to a generic format" and that: 

Upon reviewing this passage, Applicants are unclear as to where, within this passage, Herz teaches 
mapping at least part of the at least one attribute to a generic format. Specifically, Applicants are unable 
to determine what feature within Herz identically discloses the claimed (i) generic format; (ii) the at least 
one attribute; and (ill) the mapping. 

In response the Examiner points out that the applicant does not describe the claimed (i) 
generic format; (ii) that at least one attribute; and (iii) the mapping (See page 1 8 of the 
applicant's specification). Given that the applicant's specification provides no limiting definition 
for these terms, the reasoning previously supplied in the Final Rejection is all that can be 
expected of the Examiner. Specifically the Final Rejection stated that in Herz col. 57, lines 39- 
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51, the search profiles are mapped to generic cluster profiles. As previously discussed the search 
profiles contain keywords and target objects, considered attributes. 



The applicant then goes on to argue that: 

As yet another example, independent claim 8, as originally presented, recites "receiving a publication 
message of a second type," and in the statement of the rejection regarding this limitation, the Examiner 
again cited column 4, line 49 through column 5, line 7 of Herz and asserted "the target profile." Upon 
reviewing this cited passage, which has already beeri reproduced above. Applicants are unclear as to 
how the teaching of "the target profile" identically discloses the claimed "receiving a publication message 
of a second type." Definition (b) of Herz states that "a digitally represented profile indicating that target 
object's attributes is termed a 'target profile'," which is silent as to both a "second type" and "receiving a 
publication message." 

In response the Examiner points out that the "article" is considered the "publication 
message". The claims do not stipulate where it is received but only that it is received. In col. 57, ' 
line 6-col. 58, line 54, the Articles have clearly been received by the system of Herz at some 
point. As discussed previously, the applicant does not even describe a "second type" so the 
claim can only be interpreted broadly. 



The applicant then argues that: 

Independent claim 8, as amended, further recites "comparing the publication message received 
to the subscription request to determine whether the publication message is appropriate for fonA^arding 
onto the subscriber originating the request," and in the statement of the rejection regarding this limitation, 
the Examiner cited column 57, lines 8-36 and asserted "the search profile is compared with the target 
profile." In this regard, Applicants incorporate herein the arguments previously presented in the Pre- 
Appeal Brief Request for Review dated November 23, 2005. Specifically, reference is made to arguments 
entitled, "Examiner confusing 'specifying search parameters' with 'subscription request* 



In Herz, col. 57, lines 39-51 describe comparing the articles, considered publication 
messages, with the cluster of search profiles, considered subscription requests. This is done so 
that articles of interest can be forwarded to the subscribers who submit the search profiles. The 
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Examiner is not confusing "specifying search parameters" with a "subscription request" as 
alleged by the applicant. Instead, the Examiner is equating "specifying search parameters" with 
a "subscription request". Given that the applicant's specification does not provide a limiting 
definition for a "subscription request", this is a reasonable interpretation. 

The applicant finally argues that with respect to claim 8: 

0 

Independent claim 8, as originally presented, also recites "identifying a generic format filter attribute," and 
in the statement of the rejection regarding this limitation, the Examiner cited columns 57 and 58 and 
asserted "the target profile." Applicants note, however, that the Examiner also asserted that the claimed 
"receiving a publication message of a second type" is also disclosed by "the target profile." In this regard, 
Applicants are unclear as to how the Examiner can assert that the same taught feature (i.e., the target 
profile) can teach both "identifying a generic format filter attribute" and "receiving a publication message 
of a second type," as recited in claim 8. 

This point is addressed in the rejection above. The search profile cluster is interpreted as 
the "generic filter attribute" and not the target profile. As pointed out above the "search profile 
cluster" is compared to the target profile that is of a "second type". As stated previously, the 
applicant's specification provides no details on how these limitations should be interpreted 
alternatively. 

With respect to the dependent claims, the applicant alleges that the claim limitations are 
generally not tiaught v^ithout an elaboration. The explicit mapping of provided in the rejections 
of these claims shows how the claims are being interpreted. The rejection would not have been 
set forth if it was not believed that Herz taught the claim limitations. 



Specification 
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6. The specification is objected to as failing to provide proper antecedent basis for the 

t 

claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: the applicant's specification does not describe how a message can be 
"substantially empty" as claimed in claim 10. The term "substantially empty" appears to be a 
contradiction. The applicant's specification does not describe "temporary storage" as claimed in 
claim 14. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 8, 10, 1 1 and 13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

9. Claim 8 recites the limitation "the step of comparing". The claims do not previously 
define the limitations as serious of steps. There is insufficient antecedent basis for this limitation 
in the claim. 

10. Claim 10 recites the limitation "the step of preparing". The claims do not previously 
define the limitations as serious of steps. There is insufficient antecedent basis for this limitation 
in the claim, 

1 1 . Claims 1 1 and 1 3 recite the limitation "the step of mapping". The claims do not 
previously define the limitations as serious of steps. There is insufficient antecedent basis for 
this limitation in the claim. 
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Claim Rejections - 35 USC §102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

13. Claims 8-9 and 1 1-14 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent Number 6,460,036 to Herz. 

14. As to claim 8, Herz teaches a method for receiving publications and forwarding said 
publications on to parties who have subscribed to receive such publications, said method 
comprising: 

receiving a subscription request of a first type, said request including a filter expression 
having at least one attribute (coL 4, line 49-col. 5, line 7, the search profile or query contains 
keywords and target objects to request publications of interest, col. 56, lines 21-25 show 
search profiles containing keywords and attributes that are filter expressions); 

mapping at least a part of the at least one attribute to a generic format (col. 57, lines 39- 
51, the search profiles are mapped to generic cluster profiles); 

receiving a publication message of a second type (col. 4, lines 49-col. 5, line 22, the 
article which is used to create a target profile, col. 57, lines 20-29, the news articles, having 
target profiles, are clearly not the same "type" as the search profiles); 
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comparing a publication message received the subscription request to determine whether 
the pubHcation message is appropriate for forwarding onto a subscriber originating the request 
(col. 57, lines 8-36, the search profile is compared with the target profile), the step of 
comparing comprising: 

identifying a generic format fiUer attribute (cols. 57, lines 39-51, the cluster profile is a 
generic filter contains generic filter attributes); 

mapping the generic format fiher attribute to a format corresponding to the second message type 
(col. 57, line 39-51, the clustered search profiles are mapped to the target objects), the 
method further comprising: 

transmitting said pubHcation message to the originating subscriber (col. 58, lines 28-31, 
the list of articles is presented to the user.). 

15. As to claim 9, Herz teaches the communications manager of claim 8, further comprising 
preparing the publication message for transmission to said originating subscriber (col. 58, lines 
25-54, the list of articles are prepared for the user.). 

1 6. As to claim 1 1 , Herz teaches the communications manager of claim 8, 9, or 1 0, wherein 
said mapping at least part of an attribute to a generic format comprises: invoking a first 
component capable of understanding messages of said first type (col. 57, lines 8-51, the search 
profiles are analyzed as described above). 

17. As to claim 12, Herz teaches the communications manager claims 8, 9, or 10 comprising: 
storing said generic format filter attribute (col. 56, line 49-col. 57, line 5). 

18. As to claim 13, Herz teaches the communications manager of any preceding claim, 
wherein said mapping a generic format filter attribute to a format corresponding to the second 
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message type comprises: invoking a second component capable understanding messages of said 
second type (the target profiles are analyzed as described above). 

1 9. As to claim 14, Herz teaches the communications manager of any preceding claim, 
wherein said format corresponding to the second message type is held in temporary storage until 
said comparison is complete (col. 56, line 49-col. 57, line 5). 

20. Claims 8-14 rejected under 35 U.S.C. 102(e) as being anticipated by U,S. Patent Number 
7,216,181 to Jannuetal. 

21 . As to claim 8, Jannu teaches a method for receiving publications and forwarding said 
publication on to parties who have subscribed to receive such publications, said method 
comprising: receiving a subscription request (col. 6, lines 9-11) of a first type (col. 6, lines 6-9, 
the "first" type could be a mainframe, CORBA, or JMS message), said request including a 
filter expression having at least one attribute (col. 6, lines 16-22, the information which 
registers the interest is considered the fUter expression with an attribute); receiving a 
publication message (col. 6, line 18) of a second type (col. 6, lines 6-9, the "second'' type could 
be a mainframe, CORBA, or JMS message); comparing the publication message received to 
the subscription request to determine whether the publication message is appropriate for 
forwarding onto a subscriber originating the request (col. 6, lines 16-22), the step of comparing 
comprising: identifying a generic format filter attribute (col. 6, lines 58-64, the structured event 
format); and mapping the generic format filter attribute to a format corresponding to the second 
message type (col. 6, lines 58-64), the method fiirther comprising: transmitting said publication 
message to the originating subscriber (col. 6, lines 21-22). 
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22. As to claim 9, Jamiu teaches the method of claim 8, fiirther comprising: preparing the 
publication message for transmission to said originating subscriber (col. 6, lines 32-46). 

23. As to claim 10, Jannu teaches the method of claim 9, wherein the step of preparing the 
publication message for transmission to said originating subscriber comprises: creating a 
substantially empty message of said first type (col. 6, lines 35-46); extracting information from 
the publication message of said second type (col. 6, lines 16-22); and inputting said information 
into said substantially empty message (col. 6, lines 16-22). 

24. As to claim 1 1 , Jannu teaches the method of claim 10, wherein mapping at least part of 
an attribute to a generic format comprises: invoking a first component capable of understanding 
message of said first type (The adapters shown in Figure 3). 

25. As to claim 1 2, Jannu teaches, the method of claim 1 0, comprising: storing said generic 
format filter attribute (col. 6, lines 58-64). 

26. As to claim 13, Jannu teaches the method of claim 10, wherein mapping a generic format 
filter attribute to a format corresponding to the second message type comprises: invoking a 
second component capable of understanding messages of said second type (The adapters shown 
in Figure 3). 

27. As to claim 14, Jannu teaches the method of claim 10, wherein said format corresponding 
to the second message type is held in temporary storage until said comparing is complete (col. 6, 
lines 58-64, the brokering server has RAM and is able to locate the adapters of the "second 
type"). 

Conclusion 
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28. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas B. Blair whose telephone number is (571) 272-3893. 
The examiner can normally be reached on 9:00am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew. Caldwell can be reached on (571) 272-3868. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Douglas Blair 




ANDREW CALDWELL 
SUPERVISORY PATENT EXAMINER 



